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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment was received on 8/22/05 and has been entered and 
made of record. Currently, claims 1-26, 28-33, and 35-37 are pending. 

Drawings 

2. Applicant's amendments to Figures 1A, 1B, and 7 have overcome the objection 
to the Drawings as cited in the previous Office Action. Therefore the objections have 
been withdrawn. 

Specification 

3. Applicant's amendment to the specification to delete an unnecessary hyperlink 
has overcome the objection to the specification as cited in the previous Office Action. 
Therefore the objection has been withdrawn. 

Claim Rejections - 35 USC §112 
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4. Applicant's amendment to claim 23 to add the limitation "and for obtaining certain 
of the image files that satisfy filter criteria indicative of at least one image file 
characteristic" has overcome the rejection to claim 28 for lacking antecedent basis for 
the phrase "the filter criteria", as cited in the previous Office Action. Therefore the 
rejection has been withdrawn. 



Claim Objections 



5. Claims 12 and 16-19 were objected to in the previous Office Action as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. The objection has been withdrawn due to newly found prior art and a different 
interpretation of the claim language. 

6. Claim 28 was objected to in the previous Office Action as being allowable if 
rewritten to overcome the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph and to 
include all of the limitations of the base claim and any intervening claims. The objection 
has been withdrawn due to newly found prior art and a different interpretation of the 
claim language. 
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Response to Arguments 

7. Applicant's arguments, see pages 12-21, filed 8/22/05, with respect to the 
rejection(s) of claim(s) 1-11, 13-15, and 20-35 under 35 U.S.C. 102(e) and 103(a) have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
Particularly, the examiner agrees that the reference of Yamaguchi fails to disclose 
"predetermined criteria indicative of at least one file characteristic so as to identify 
certain ones of the image files as qualified image files" as now recited in claims 1 , 23, 
and 29. Further, regarding the amendments to claims 20, 30, and 31, the examiner 
agrees that the references of Yamaguchi and Kato fail to disclose "determining from the 
at least one identity marker the web location for those ones of the image files 
associated with the marked selection areas". However, upon further consideration, a 
new ground(s) of rejection is made in view of newly found prior art and the current 
amendments to the claims. Newly added claims 36 and 37 will be addressed in the 
following rejection. 



Claim Rejections - 35 USC § 103 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 1-9, 16-19, 29, 36, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Application Publication No. 2003/0123079 to Yamaguchi 
et al. in view of U.S. Patent No. 6122657 to Hoffman Jr. et al. 

Regarding claims 1 and 29, Yamaguchi discloses a method and system of 
printing with a printing system, comprising: analyzing a web page with the printing 
system to identify image files associated with the web page (see paragraphs [0084]- 
[0087]), filtering the image files with the printing system according to predetermined 
criteria so as to identify qualified image files (see Figs. 5-9, Table 1 , and paragraphs 
[01 1 3], and [01 16]-[01 89], reference shows a plurality of options available to a user that 
filter image content and output which is analogous to the claim limitation), selecting at 
least one of the qualified image files (see paragraphs [0095]-[0098] and [0104]), and 
printing the selected ones of the qualified image files (see paragraphs [0104]-[0105]). 

Yamaguchi does not disclose expressly filtering the image files with the printing 
system according to predetermined criteria indicative of at least one file characteristic so 
as to identify certain ones of the image files as qualified image files. 

Hoffman discloses filtering the image files with the printing system according to 
predetermined criteria indicative of at least one file characteristic so as to identify certain 
ones of the image files as qualified image files (see column 5 lines 13-20, column 6 
lines 33-48, column 8 lines 20-32 and 39-52, column 25 lines 58-67, and column 30 
lines 23-28). 

Regarding claim 16, Yamaguchi discloses a method of printing with a printing 
system, comprising: analyzing a web page with the printing system to identify image 
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files associated with the web page (see paragraphs [0084]-[0087]), filtering the image 
files with the printing system according to predetermined criteria so as to identify 
qualified image files (see Figs. 5-9, Table 1, and paragraphs [0113], and [0116]-[0189], 
reference shows a plurality of options available to a user that filter image content and 
output which is analogous to the claim limitation), selecting at least one of the qualified 
image files (see paragraphs [0095]-[0098] and [0104]), and printing the selected ones of 
the qualified image files (see paragraphs [01 04]-[01 05]). 

Yamaguchi does not disclose expressly determining at least one file 
characteristic associated with each of the image files, for each of the image files, 
comparing the at least one file characteristic to the predetermined criteria, and denoting 
ones of the image files for which the at least one file characteristic matches the 
predetermined criteria as the qualified image files. 

Hoffman discloses filtering the image files with the printing system according to 
predetermined criteria so as to identify qualified image files (see column 5 lines 13-20, 
column 6 lines 33-48, column 8 lines 20-32 and 39-52, column 25 lines 58-67, and 
column 30 lines 23-28), determining at least one file characteristic associated with each 
of the image files (see column 5 lines 13-20, column 28 lines 49-57, and column 30 . 
lines 23-28), for each of the image files, comparing the at least one file characteristic to 
the predetermined criteria (see column 28 lines 49-57 and column 30 lines 23-28), and 
denoting ones of the image files for which the at least one file characteristic matches the 
predetermined criteria as the qualified image files (see column 8 lines 20-53 and column 
30 lines 23-28, reference shows that when the filter criteria is set so that a image larger 
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than a predetermined size is detected that the image is "killed" and not allowed to be 
passed to the system and if the image is of a proper size then the image is passed 
through, which shows a matching to the filter criteria). 

Yamaguchi & Hoffman are combinable because they are from the same field of 
endeavor, retrieving HTML data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the filtering of data as described by Hoffman with the system 
of Yamaguchi. 

The suggestion/motivation for doing so would have been to increase system 
speed by eliminating unnecessary or unwanted data from being retrieved (see column 2 
lines 45-67 of Hoffman). 

Therefore, it would have been obvious to combine Hoffman with Yamaguchi to 
obtain the invention as specified in claims 1,16, and 29. 

Regarding claim 2, Yamaguchi and Hoffman disclose the system discussed in 
claim 1 , and Yamaguchi further discloses electronically acquiring the web page with the 
printing system (see paragraphs [0084]-[0087] and [01 00]). 

Regarding claim 3, Yamaguchi and Hoffman disclose the system discussed in 
claim 1 , and Yamaguchi further discloses electronically obtaining the selected ones of 
the qualified image files (see paragraphs [0084]-[0087], [0095]-[0098], [0100]-[0105], 
[0113], and [0116]-[0189]). 
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Regarding claim 4, Yamaguchi and Hoffman disclose the system discussed in 
claim 2, and Yamaguchi further discloses providing a web page identifier (see 
paragraph [0102]) and downloading to the printing system a web page source file that 
corresponds to the web page identifier (see paragraphs [01 1 1]-[01 13]). 

Regarding claim 5, Yamaguchi and Hoffman disclose the system discussed in 
claim 4, and Yamaguchi further discloses performing a dialog according to http protocol 
to obtain the web page source file (see paragraphs [01 1 1]-[01 12]). 

Regarding claim 6, Yamaguchi and Hoffman disclose the system discussed in 
claim 4, and Yamaguchi further discloses wherein the web page identifier is a URL (see 
paragraph [0102]). 

Regarding claim 7, Yamaguchi and Hoffman disclose the system discussed in 
claim 4, and Yamaguchi further discloses wherein the web page identifier is prestored in 
the printing system (see Fig. 10 and paragraph [0244]). 

Regarding claim 8, Yamaguchi and Hoffman disclose the system discussed in 
claim 4, and Yamaguchi further discloses wherein the web page source file contains 
markup text, and wherein the analyzing further comprises parsing the markup text to 
identify the image files associated with the web page (see paragraphs [01 1 1]-[01 12]). 

Regarding claim 9, Yamaguchi and Hoffman disclose the system discussed in 
claim 8, and Yamaguchi further discloses parsing the markup text to identify image file 
pathnames embedded therein (see paragraphs [01 12], [01 19]-[0120], [0127]-[0128] t 
and [0154]-[0155]), determining which ones of the image files are located at the 
corresponding image file pathnames (see paragraphs [0119H0120], [0127]-[0128], and 
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[0154]-[0155]), and determining which other ones of the image files are located at other 
pathnames associated with the corresponding image tile pathnames (see paragraphs 
[0119]-[0120], [0127]-[0128], and [0154]-[0155]). 

Regarding claim 17, Yamaguchi and Hoffman disclose the system discussed in 
claim 16, and Hoffman further discloses wherein each file characteristic is selected from 
the group consisting of a file type of the image file, a file size of the image file, an 
rendered image size of the image file, an image property of the image file, textual 
information associated with the image file, and a file name of the image file (see column 
30 lines 23-28, reference shows a filter criteria based on image size). 

Regarding claims 18 and 36, Yamaguchi and Hoffman disclose the system 
discussed in claims 1 and 16, and Hoffman further discloses identifying at least some of 
the file characteristics from contents of the web page (see column 8 lines 20-32 and 39- 
53, column 25 lines 58-67, and column 28 lines 49-57, reference shows that an HTML 
tag is detected and utilized to acquire qualified filter criteria). 

Regarding claim 19 and 37, Yamaguchi and Hoffman disclose the system 
discussed in claims 1 and 16, and Hoffman further discloses identifying at least some of 
the file characteristics from contents of the image file (see column 30 lines 23-28, 
reference shows the filter criteria based on the size of the image file). 

10. Claims 20-22, 30, and 31 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over U.S. Patent No. 6141 1 1 1 to Kato as cited on Information Disclosure 
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Statement dated July 27, 2001 in view, of Yamaguchi and U.S. Patent No. 6942150 to 
Knowles. 

Regarding claims 20 and 30, Kato discloses a method and system of printing 
with a multifunction printing system, comprising: printing a proof sheet for at least some 
of the image files, the proof sheet having an image identifier and at least one 
corresponding selection area for each of the at least some of the image file (see Fig. 4 
and column 5 line 25-column 6 line 5), marking at least one of the selection areas 
corresponding to at least one of the image files to be printed (see Fig. 4 and column 5 
lines 35-47), optically scanning the marked proof sheet so as to determine marked 
selection areas (see Fig. 1 and column 6 lines 21-25, reference states that the operator 
enters the desired information onto the designation sheet and then inputs the sheet into 
the image printer, this is done by use of the attached scanner, further support for this 
can be found in claims 1 , 3, and 1 1 , therefore the reference disclose the claimed 
limitation), and printing the image files associated with the marked selection areas (see 
Fig 5 (S9) and column 6 lines 39-44). 

Kato does not disclose expressly automatically analyzing a web page to identify 
image files associated with the web page, at least one identity marker indicative of a 
web location for each of the at least some of the image files, and determining from the 
at least one identity marker the web location for those ones of the image files 
associated with the marked selection areas. 

Yamaguchi discloses automatically analyzing a web page to identify image files 
associated with the web page (see paragraphs [0084]-[0087]). 
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Knowles discloses at least one identity marker indicative of a web location for 
each of the at least some of the image files and determining from the at least one 
identity marker the web location for those ones of the image files associated with the 
marked selection areas (see abstract, Fig. 1 A, column 2 lines 28-35, column 5 lines 21- 
37 and 60-66, column 6 lines 4-7 and 16-26, and column 9 lines 12-27, reference shows 
that a bar code indicative of a web location can be printed and used to communicate a 
web location to a computing system and when the bar code is scanned by a scanner 
the web page to which the bar code is associated with is thus connected to). 

Regarding claim 31 , Kato discloses a multifunction printing system, comprising: 
means for forming a user-markable proof sheet having an indicia of each of the certain 
image files and a user-designation area associated with each indicia (see Figs. 4 and 8 
and column 5 line 25-column 6 line 5), means for identifying the user-designated ones 
of the certain image files from the marked proof sheet (see column 6 lines 1 1-52), 
means for obtaining the user-designated ones of the certain image files (see Figs. 4 and 
8 and column 6 lines 39-44), and means for printing the user-designated ones of the 
image files (see column 6 lines 39-44). 

Kato does not disclose expressly means for identifying and obtaining, certain 
image files associated with a web page, at least one identity marker indicative of a web 
location for each of the at least some of the image files, and determining from the at 
least one identity marker the web location for those ones of the image files associated 
with the marked selection areas. 
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Yamaguchi discloses means for identifying and obtaining certain image files 
associated with a web page (see paragraphs [0084]-[0087], [0095]-[0098], [0100], and 
[0102]-[0105]). 

Knowles discloses at least one identity marker indicative of a web location for 
each of the at least some of the image/files and determining from the at least one 
identity marker the web location for those ones of the image files associated with the 
marked selection areas (see abstract, Fig. 1 A, column 2 lines 28-35, column 5 lines 21- 
37 and 60-66, column 6 lines 4-7 and 16-26, and column 9 lines 12-27, reference shows 
that a bar code indicative of a web location can be printed and used to communicate a 
web location to a computing system and when the bar code is scanned by a scanner 
the web page to which the bar code is associated with is thus connected to). 

Kato, Yamaguchi, & Knowles are combinable because they are from the same 
field of endeavor, retrieval of data via a network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the web page analyzer to identify images to be output by a 
printer as described by Yamaguchi and identity marker indicative of a web location as 
described by Knowles with the system of Kato. 

The suggestion/motivation for doing so would have been to provide greater 
access to image files, without the need for manual input, that may be located on a 
remote network, such as the Internet. 

Therefore, it would have been obvious to combine Yamaguchi and Knowles with 
Kato to obtain the invention as specified in claims 20, 30, and 31 . 
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Regarding claim 21, Kato, Yamaguchi, and Knowles disclose the system 
discussed in claim 20, and Yamaguchi further discloses automatically filtering the image 
files according to predetermined criteria so as to determine the image files (see Figs. 5- 
9, Table 1, and paragraphs [0113], and [0116]-[0189], reference shows a plurality of 
options available to a user that filter image content, such as only printing the web page 
when it has been updated, which is analogous to the claim limitation). 

Regarding claim 22, Kato and Yamaguchi disclose the system discussed in claim 
20, and Kato further discloses wherein each selection area includes a plurality of size 
fields, each size field for specifying a different one of a print size for the corresponding 
image file (see Fig. 8 and column 8 lines 8-21), wherein the marking includes marking at 
least one of the size fields (see Fig. 8 and column 8 lines 8-21 and 32-38), wherein the 
scanning includes determining the marked size fields (see column 8 lines 36-46), and 
wherein the printing the image files further includes printing each selected image file in 
the print size indicated by the corresponding marked size field (see column 8 lines 39- 
55). 

1 1 . Claims 23-26, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kato in view of Hoffman. 

Regarding claim 23, Kato discloses a multifunction printing system comprising: 
an image proofing subsystem coupled to the web page analysis subsystem for forming 
a user-markable proof sheet having an indicia of each of the certain image files and a 
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user-designation area associated with each indicia (see Figs. 4 and 8 and column 5 line 
25-column 6 line 5), a proof sheet analyzer subsystem adapted to identify the user- 
designated ones of the certain image files from the marked proof sheet and obtain the 
user-designated ones of the certain image files (see Figs. 1 and 2 and column 5 line 25- 
column 6 line 52), and an image printing subsystem coupled to the proof sheet analyzer 
subsystem for printing the user-designated ones of the image files (see Fig. 1 and 
column 6 lines 11-52). 

Kato does not disclose expressly a web page analyzer subsystem for identifying 
and obtaining certain image files associated with a specified web page and for obtaining 
certain of the image files that satisfy filter criteria indicative of at least one image file 
characteristic. 

Hoffman discloses a web page analyzer subsystem for identifying image files 
associated with a specified web page (see column 5 lines 13-20, column 6 lines 32-47, 
and column 26 lines 63-67), obtaining certain of the image files that satisfy filter criteria 
indicative of at least one image file characteristic (see column 5 lines 13-20, column 6 
lines 33-48, column 8 lines 20-32 and 39-52, column 25 lines 58-67, and column 30 
lines 23-28). 

Kato & Hoffman are combinable because they are from the same field of 
endeavor, retrieving data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the web page analyzer and filter criteria system as described 
by Hoffman with the system of Kato. 
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The suggestion/motivation for doing so would have been to increase system 
speed by eliminating unnecessary or unwanted data from being retrieved (see column 2 
lines 45-67 of Hoffman). 

Therefore, it would have been obvious to combine Hoffman with Kato to obtain 
the invention as specified in claim 23. 

Regarding claim 24, Kato and Hoffman disclose the system discussed in claim 
23, and Hoffman further discloses an internet access subsystem coupled to the web 
page analyzer subsystem and the proof sheet analyzer subsystem for obtaining the 
certain image files (see Figs. 1-3 and column 7 lines 50-56). 

Regarding claim 25, Kato and Hoffman disclose the system discussed in claim 
23, and Kato further discloses a printer subsystem coupled to the image proofing 
subsystem for printing the user-markable proof sheet and coupled to the image printing 
subsystem for printing the user-designated ones of the image files (see Fig. 1 , column 5 
line 50-column 6 line 5, and column 6 lines 1 1-52). 

Regarding claim 26, Kato and Hoffman disclose the system discussed in claim 
23, and Kato further discloses a scanner subsystem coupled to the proof sheet analyzer 
subsystem for optically scanning the marked proof sheet (see Fig. 1 and column 6 lines 
21-25, reference states that the operator enters the desired information onto the 
designation sheet and then inputs the sheet into the image printer, this is done by use of 
the attached scanner, further support for this can be found in claims 1 , 3, and 1 1 , 
therefore the reference disclose the claimed limitation). 
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Regarding claim 28, Kato and Hoffman disclose the system discussed in claim 
23, and Hoffman further discloses wherein the filter criteria are selected from the group 
consisting of a file type of the image tile, a file size of the image file, an image size of 
the image file, an image property of the image file, textual information associated with 
the image file, and a file name of the image file (see column 30 lines 23-28, reference , 
shows a filter criteria based on image size). 

12. Claims 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6657702 to Chui et al. in view of Kato and Hoffman. 

Chui discloses a method of printing with a printing system comprising analyzing a 
web page with the printing system to identify image files associated with the web page 
(see Fig. 5, column 10 lines 42-51, column 12 lines 39-51, column 13 line 66-column 14 
line 8, and column 15 lines 36-47), a corresponding image specifier for each qualified 
one of the image files (see column 14 lines 15-22), providing at least one of the image 
specifiers to the printing system (see column 14 lines 15-22), and printing the image file 
associated with each of the provided image specifiers (see column 10 lines 59-65 and 
column 14 lines 49-52). 

Chui does not disclose expressly filtering the identified image files with the 
printing system to determine the qualified ones of the image files, printing a proof sheet 
for qualified ones of the image files, the proof sheet having an image identifier and 
corresponding specifier for each qualified one of the image files. 
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Kato discloses printing a proof sheet for qualified ones of the image files, the 
proof sheet having an image identifier and corresponding specifier for each qualified 
one of the image files (see Fig. 4 and column 5 line 25-column 6 line 5). 

Hoffman discloses filtering the identified image files with the printing system to 
determine the qualified ones of the image files (see column 5 lines 13-20, column 6 
lines 33-48, column 8 lines 20-32 and 39-52, column 25 lines 58-67, and column 30 
lines 23-28). 

Chui, Kato, & Hoffman are combinable because they are from the same field of 
endeavor, retrieving data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the proof sheet printing and processing as described by Kato 
and the filtering of image files as described by Hoffman with the system of Chui. 

The suggestion/motivation for doing so would have been to provide a quick 
reference guide of images available for the user to print in hard copy form with 
associated image information. 

Therefore, it would have been obvious to combine Kato and Hoffman with Chui to 
obtain the invention as specified in claim 32. 

Regarding claim 33, Chui and Kato disclose the system discussed in claim 32, 
and Chui further discloses wherein each image specifier is an alphanumeric value, and 
wherein the providing includes entering the alphanumeric value into a user interface of 
the printing system (see column 14 lines 15-22). 
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13. Claims 10, 13-15, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamaguchi and Hoffman as applied to claim 1 above, and further in 
view of Kato. 

Regarding claim 10, Yamaguchi and Hoffman do not disclose expressly printing 
a proof sheet for the qualified image files, the proof sheet having for each of the 
qualified image files an image indicia and a corresponding selection area, marking at 
least one of the selection areas corresponding to at least one of the qualified image tiles 
to be printed, optically scanning the marked proof sheet to form a scanned image, and 
processing the scanned image so as to determine the selected ones of the qualified 
image files. 

Kato discloses printing a proof sheet for the qualified image files, the proof sheet 
having for each of the qualified image files an image indicia and a corresponding 
selection area (see Fig. 4 and column 5 line 25-column 6 line 5), marking at least one of 
the selection areas corresponding to at least one of the qualified image tiles to be 
printed (see Fig. 4 and column 5 lines 35-47), optically scanning the marked proof sheet 
to form a scanned image (see Fig. 1 and column 6 lines 21-25, reference states that the 
operator enters the desired information onto the designation sheet and then inputs the 
sheet into the image printer, this is done by use of the attached scanner, further support 
for this can be found in claims 1 , 3, and 1 1 , therefore the reference disclose the claimed 
limitation), and processing the scanned image so as to determine the selected ones of 
the qualified image files (see column 6 lines 26-44). 
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Regarding claim 13, Yamaguchi and Hoffman do not disclose expressly wherein 
the image indicia is a thumbnail image. 

Kato discloses wherein the image indicia is a thumbnail image (see Fig. 4 and 
column 5 lines 39-41 and 50-61 ). 

Regarding claim 14, Yamaguchi and Hoffman do not disclose expressly wherein 
the image indicia is a filename. 

Kato discloses wherein the image indicia is a filename (see Fig. 4 (102), 
reference states that the compressed data becomes the basis of the image index 
portion (102) and as shown in figure 4 it can also be the filename, i.e. image A). 

Regarding claim 15, Yamaguchi and Hoffman do not disclose expressly wherein 
the printing a proof sheet further comprises obtaining the qualified image files and 
processing each of the qualified image files to form the corresponding thumbnail image. 

Kato discloses wherein the printing a proof sheet further comprises obtaining the 
qualified image files and processing each of the qualified image files to form the 
corresponding thumbnail image (see column 5 lines 50-61 ). 

Regarding claim 35, Yamaguchi and Hoffman do not disclose expressly printing 
a proof sheet for the qualified image files, the proof sheet having for each of the 
qualified image tiles an image indicia and a corresponding image specifier, and 
providing at least one of the image specifiers to the printing system so as to determine 
the selected ones of the qualified image files. 

Kato discloses printing a proof sheet for the qualified image files, the proof sheet 
having for each of the qualified image tiles an image indicia and a corresponding image 
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specifier (see Fig. 4 and column 5 line 25-column 6 line 5) and providing at least one of 
the image specifiers to the printing system so as to determine the selected ones of the 
qualified image files (see column 5 lines 5-22 and column 6 lines 1 1-52). 

Yamaguchi, Hoffman, & Kato are combinable because they are from the same 
field of endeavor, retrieving data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the proof sheet printing a marking process as described by 
Kato with the system of Yamaguchi and Hoffman. 

The suggestion/motivation for doing so would have been to provide an efficient 
way to acquire copies of prints with the desired properties using only a multifunction 
printer. 

Therefore, it would have been obvious to combine Kato with Yamaguchi to obtain 
the invention as specified in claims 10, 13-15, and 35. 

14. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato, 
Yamaguchi, and Hoffman as applied to claim 10 above, and further in view of U.S. 
Patent No. 6784925 to Tomat et al. 

Regarding claim 1 1 , Kato, Yamaguchi, and Hoffman do not disclose expressly 
wherein the printing a proof sheet further includes printing at least one identity marker 
indicative of a web location for each of the image files. 
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Tomat discloses wherein the printing a proof sheet further includes printing at 
least one identity marker indicative of a web location for each of the image files (see 
Fig. 41 and column 13 lines 16-28). 

Kato, Yamaguchi, Hoffman, & Tomat are combinable because they are from the 
same field of endeavor, retrieving data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the identity marker as shown by Tomat with the system of 
Kato, Yamaguchi, and Hoffman. 

The suggestion/motivation for doing so would have been to provide an image 
files location information to allow a plurality of users to locate a particular image file with 
ease. 

Therefore, it would have been obvious to combine Tomat with Kato and 
Yamaguchi to obtain the invention as specified in claim 11. 

15. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato, 
Yamaguchi, Hoffman, and Tomat as applied to claim 1 1 above, and further in view of 
Knowles. 

Kato, Yamaguchi, Hoffman, and Tomat do not disclose expressly determining 
from the at least one identity marker the web location for the selected ones of the 
qualified image files. 

Knowles discloses determining from the at least one identity marker the web 
location for the selected ones of the qualified image files (see abstract, Fig. 1 A, column 
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2 lines 28-35, column 5 lines 21-37 and 60-66, column 6 lines 4-7 and 16-26, and 
column 9 lines 12-27, reference shows that a bar code indicative of a web location can 
be printed and used to communicate a web location to a computing system and when 
the bar code is scanned by a scanner the web page to which the bar code is associated 
with is thus connected to). 

Kato, Yamaguchi, Hoffman, Tornat, & Knowles are combinable because they are 
from the same field of endeavor, retrieving data for eventual execution and output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the identity marker indicative of a web location as described 
by Knowles with the system of Kato, Yamaguchi, Hoffman, and Tomat. 

The suggestion/motivation for doing so would have been to provide greater 
access to image files, without the need for manual input, that may be located on a 
remote network, such as the Internet. 

Therefore, it would have been obvious to combine Knowles with Kato, 
Yamaguchi, Hoffman, and Tomat to obtain the invention as specified in claim 12. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (571) 272-7402. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct:uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Mark R. Milia 
Examiner 
Art Unit 2622 

MRM 




